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closed in accordance with the practice under Ex parte Quayle, 1935 CD. 11, 453 O.G. 213. 
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Art Unit: 3762 

DETAILED ACTION 
Election/Restrictions 

1 . Applicant's election without traverse of claims 1 -1 1 and 1 9-23 in the reply filed on 
4/6/09 is acknowledged. 

2. Claims 12-18 and 24-37 are withdrawn from further consideration pursuant to 37 
CFR 1 .142(b) as being drawn to a nonelected invention, there being no allowable 
generic or linking claim. Election was made without traverse in the reply filed on 4/6/09. 

Claim Rejections - 35 USC §112 

3. The following is a quotation of the second paragraph of 35 U.S.C. 1 12: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

4. Claims 2-3 and 6-9 are rejected under 35 U.S.C. 112, second paragraph, as 
being indefinite for failing to particularly point out and distinctly claim the subject matter 
which applicant regards as the invention. 

5. Claim 2 is vague as it is unclear if the implantable tissue stimulating device is a 
cochlear electrode array, further includes a cochlear electrode array, or if the elongate 
carrier member is the cochlear electrode array. 

Claim Rejections - 35 USC § 102 

6. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(e) the invention was described in (1) an application for patent, published under section 122(b), by 
another filed in the United States before the invention by the applicant for patent or (2) a patent 
granted on an application for patent by another filed in the United States before the invention by the 
applicant for patent, except that an international application filed under the treaty defined in section 
351 (a) shall have the effects for purposes of this subsection of an application filed in the United States 
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only if the international application designated the United States and was published under Article 21(2) 
of such treaty in the English language. 

7. Claims 1, 4-5 and 9-1 1 are rejected under 35 U.S.C. 102(e) as being anticipated 
by Borkan (U.S. Pub. 2002/0156513). 

8. Borkan discloses an elongated tissue stimulating device that includes a carrier 
(e.g. 50) with a plurality of electrodes (e.g. 54), with multiple lumens that extend at least 
halfway (e.g. 70, 72), with optic fibers in the lumens or drug channels (e.g. 70, H 60). 
Borkan discloses that one channel is for light the other is for camera optics and the tip 
of the device is rounded (e.g. H 59). 

Claim Rejections - 35 USC § 103 

9. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or deschbed as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

10. This application currently names joint inventors. In considering patentability of 
the claims under 35 U.S.C. 103(a), the examiner presumes that the subject matter of 
the various claims was commonly owned at the time any inventions covered therein 
were made absent any evidence to the contrary. Applicant is advised of the obligation 
under 37 CFR 1 .56 to point out the inventor and invention dates of each claim that was 
not commonly owned at the time a later invention was made in order for the examiner to 
consider the applicability of 35 U.S.C. 103(c) and potential 35 U.S.C. 102(e), (f) or (g) 
prior art under 35 U.S.C. 103(a). 
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1 1 . Claims 1-1 1 and 19-23 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Milojevic et al. (U.S. Pub. 2004/0147825 hereinafter "Milojevic") in 
view of Salerno (U.S. Pat. 5,394,865). 

1 2. Milojevic discloses an implantable stimulating device that includes an elongated 
carrier having a plurality of electrodes (e.g. H 70) and a first lumen (e.g. H 134) and a 
body made of flexible, resilient, translucent silicone rubber (e.g. 63-66). Milojevic 
further discloses that the lumen can be used to deliver substances or be used to hold a 
stylet for implantation of the device (e.g. H 134). Milojevic discloses that the device is 
straightened when the stylet is Inserted and curved when the stylet is withdrawn from 
the device (e.g. Figs. 21-23). Milojevic further discloses an implantable 
stimulator/receiver connected to the carrier member for sensing and stimulating (e.g. 
11, 14, 136, 145, 147, 202, 221). Milojevic discloses the claimed invention except for 
the stylet having one or more optic fibres. However, Salermo discloses a fiber view 
lighted stylet that includes multiple fibre optic cables capable of transmitting light and 
visual information. It would have been obvious to one having ordinary skill in the art at 
the time the invention was made to modify the stylet as taught by Milojevic, with lighted 
stylus as taught by Salermo, since such a modification would provide the predictable 
results of a stylus with optic fibers for providing the predictable results of lighting the 
implantation area and allowing the physician to view the implantation area for proper 
placement of the device. 

13. Regarding claim 8, Milojevic in view of Salerno discloses the claimed invention 
except for the carrier member having two lumens. It would have been obvious to one 
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having ordinary skill in the art at the time of invention was made to have included two 
lumens, since it has been held that mere duplication of the essential working parts of a 
device involves only routine skill in the art. St. Regis Paper Co. v. Bemis Co., 193 
USPQ 8. 

14. Claims 2-3 and 6-8 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Borkan (U.S. Pub. 2002/0156513) as applied to claims 1,4-5 and 9-1 1 above, and 
further in view of Milojevic et al. (U.S. Pub. 2004/0147825 hereinafter "Milojevic"). 

15. Borkan discloses a bendable tissue stimulating device (e.g. Figs. 12, 14) 
including optical channels for light and cameras as described above but fails to 
expressly disclose that it is positioned within a cochlea. However, Milojevic discloses a 
similarly sized and shaped device that includes an elongated carrier having a plurality of 
electrodes (e.g. H 70) and a first lumen (e.g. H 134) and a body made of flexible, 
resilient, translucent silicone rubber (e.g. IHf 63-66). Milojevic further discloses that the 
lumen can be used to deliver substances or be used to hold a stylet for implantation of 
the device (e.g. H 134). Milojevic discloses that the device is straightened when the 
stylet is inserted and curved when the stylet is withdrawn from the device (e.g. Figs. 21- 
23). Milojevic further discloses an implantable stimulator/receiver connected to the 
carrier member for sensing and stimulating the cochlea (e.g.1j1j11, 14, 136, 145, 147, 
202, 221 , Fig. 16, Abstract). Borkan discloses the claimed invention except for the 
device specifically being used for cochlear implants. It would have been obvious to one 
having ordinary skill in the art at the time the invention was made to modify the 
elongated stimulation device as taught by Borkan, with stimulation of the cochlea as 
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taught by Milojevic, since such a modification would provide the predictable results of 
stimulating the cochlea with a similarly sized and shaped electrode for providing a 
means of positioning the device using optical channels to optimize positioning and 
ultimately stimulation of the cochlea. 

Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to REX HOLMES whose telephone number is (571)272- 
8827. The examiner can normally be reached on M-F 8:00 - 5:00. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Angela Sykes can be reached on 571-272-4955. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

/R. H./ /George R Evanisko/ 

Examiner, Art Unit 3762 Primary Examiner, Art Unit 3762 



